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Take these practical steps in the wake of patent
reform

On a practical level, attorney Dave Healey of Fish & Richardson writes on Patent
Math that, in the wake of the America Invents Act, TTOs and inventors should
immediately begin to discuss the following issues:

Fees for micro and small entities: “You might save money here, as fees were
reduced for both types of entities,” Healey points out.
Fees owed to the PTO. Pay these now, Healey says, as 10 days after the law
takes effect, fees collected by the PTO are subject to a 15% surcharge.
False marking suits: On the effective date of the law, the private plaintiff is
required to prove injury and the damages/penalties available. Ask your
attorney if you can move now to dismiss any false marking cases against you,
he suggests.
Virtual marking: Have your lawyer check these provisions now, especially if
you have a product that is difficult to mark or if your distribution and
packaging lag behind your marking. In addition, ask your lawyer to check
these provisions if you are negotiating to license your patents and are
required or want to require marking — e.g., for damages in future lawsuits.
The provisions may let you instantly mark by using a website reference.
Disclose ASAP: Because the Act changes “prior use” rights, ask your attorney
whether, and how, an early disclosure will or won’t penalize you — e.g., as
long as the patent is filed in the permitted time.
First to file: Talk with your lawyer now about first to file if you are filing
patent applications important to your business. You may want to file as early
as possible to be first in line, or at least disclose in a public forum to stake
your claim and invalidate later efforts to patent.
Pay or petition for expedited examination: The bill lets you pay a fee for
expedited processing of the application. Alternatively, you can petition for
expedited examination on certain grounds, such as national interest.

Source: PatentMath
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